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DETAILED ACTION 

(1) 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d937, 214 USPQ 761 (CCPA 1982); In re Vogel, All F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

(2) 

Claim lisp rovisionally r ejected u nder t he j udicially created d octrine o f o bviousness- 
type double patenting as being unpatentable over claims 1 and 101 of copending Application No. 
10/439,797. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both the instant invention and that set forth in claims 1 and 101 of 
Application No. 10/439,797 are drawn to a method for obtaining a protective overcoat on the 
printed surface of a substrate and differ only in the specific substrate having the printed surface. 
The instant application discloses a substrate described as a "transparency" while Application No. 
10/439,797 discloses a substrate described as a "digitally readable disk." 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

(3) 

Claim lisp rovisionally r ejected u nder t he j udicially created d octrine o f o bviousness- 
type double patenting as being unpatentable over claims 114 and 124 of copending Application 
No. 10/439,798. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both the instant invention and that set forth in claims 114 and 
124 of Application No. 10/439,798 are drawn to a method and apparatus for obtaining a 
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protective overcoat on an the printed surface of a substrate and differ only in the specific 
substrate having the printed surface. The instant application discloses a substrate described as a 
"transparency" while Application No. 10/439,798 discloses a substrate described as a 
"transparent medium." 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

(4) 

Claim lisp rovisionally r ejected u nder t he j udicially created d octrine o f o bviousness- 
type double patenting as being unpatentable over claims 94 and 104 of copending Application 
No. 10/439,993. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both the instant invention and that set forth in claims 94 and 104 
of Application No. 10/439,993 are drawn to a method and apparatus for obtaining a protective 
overcoat on an the printed surface of a substrate and differ only in the specific substrate having 
the printed surface. The instant application discloses a substrate described as a "transparency" 
while Application No. 10/439,798 discloses a substrate described as a "medium." 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

(5) 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-6, 12-15, 17-20, 22-24, 29-30, 32-34, 36 and 37 are rejected under 35 
U.S.C. 103(a) as being unpatentable over U.S. Patent No. 5.486.397 to Gordon et al. 

Regarding applicant claims 1, 36 and 37 , Gordon et al. disclose a method for applying a 
protective overcoat to a surface of a printed transparency comprising the steps of: 

(1) Providing, as per applicant claim 36 , a donor web 30 which comprises (column 4, 
lines 52-60): 

(a) A carrier side comprising a carrier ribbon material 36,38; and 

(b) A transfer side comprising a protective overcoat material 32,33,34; 

(2) Providing a printed transparency 10b (column 5, lines 58-65); 

(3) Placing the donor web 30 into contact with the printed transparency 10b and applying 
heat and pressure such that a section of the transfer side 32b,33b,34b is bonded to the surface of 
the transparency 10b; and 

(4) Removing the donor web 30 and remnant transfer side 32a,33a,34a such that the 
section of the transfer side 32b,33b and 34b is transferred to the surface of the transparency 10b 
thus forming, as per applicant claim 37 , a printed transparency having a protective overcoat 
(Figures 3-7; column 4, line 61 to column 5, line 39). The methods and materials disclosed by 
Gordon et al. are illustrated below: 




™— \/s///////* ~n \ <-/,-/ss<-Y/x ~-«> \yyyyyyyyy* 

FIGURES FIGURE 4 FIGURE 5 FIGURES 
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FIGURE 7 

Gordon et al. further disclose that the transfer sheet is fed from the feed roll 42 around the 
guide bar 44 and into nip 50 under a tension controllable by a tension control means provided 
on the take-up roll 54 (emphasis added; column 16, lines 20-23). Gordon et al. go on to teach 
that the transfer sheet is provided in a form which is wider than the printed substrate such that 
excess laminar material extends beyond both sides of the printed substrate whereupon after the 
simultaneous application of heat and pressure to the sandwiched transfer sheet and printed 
substrate through the transfer lamination nip, the transfer sheet carrier is pulled under tension 
around the last bar 52 toward the take-up roll 54 thereby causing separation of the protective 
overcoat from the carrier in that area defined by the surface of the printed transparency whereas 
in areas where the laminar transfer sheet does not overlie the imaged transparency, the protective 
overcoat remains attached to the carrier web (column 16, lines 20-45). That is, the protective 
layer breaks along the periphery (edges) of the substrate (column 8, lines 46-54). 

Thus, although Gordon et al. do not specifically disclose, as per applicant claim L that it 
is "torque" from the take-up roll pulling the carrier which causes the release of the carrier from 
those areas of the protective overcoat in contact with the surface of the printed transparency, it 
would have been obvious to one of ordinary skill in the art at the time of invention that the 
pulling force exhibited on the carrier by the take-up roll 54 of Gordon et al. would comprise 
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"torque" motivated by the fact that Gordon et aL disclose that tension in the carrier may be 
provided by tension control means, e.g., a driving motor, provided on the take-up roll 54. 

Regarding applicant claims 2-6 , Gordon et al. disclose that the heat and pressure are 
applied to the donor web 30 by a heating element 46, comprising a roller, while the section of the 
transfer side 32,33,34 is positioned against the surface of the transparency 10b which is 
supported by a base 48 such that the donor web 30 and the transparency 30b are sandwiched 
between the heating element 46 and the base 48 (Figure 7; column 16, lines 3-18). 

Regarding applicant claims 12-14 , Gordon et al. disclose that the donor web 30 has a 
greater surface width and length relative to that of the transparency 10b such that only a 
subsection of the transfer side 32,33,34 having a surface width and length equal to that exposed 
by the transparency 10b is adhered thereto and furthermore whereby heat and pressure are only 
applied by controlled to a subsection of the donor web 30 in an area equivalent to the area 
exhibited by the transparency 10b (Figure 7; column 8, lines 33-46; column 16, lines 3-18). 

Regarding applicant claim 15 , Gordon et al. disclose that the base 48 comprises a roller 
(Figure 7). 

Regarding applicant claims 17-20 , Gordon et al. disclose that the transfer side 32,33,34 of 
the donor web 30 comprises more than one layer and that one layer comprises a durable (barrier) 
layer 34 composed of a thermoplastic resin such as acrylics and which is resistant to penetration 
by liquid and air (Figure 3; column 7, lines 33-50; column 8, lines 6-12). 

Regarding applicant claims 22-24 ; Gordon et al. disclose that the carrier side 36,38 of the 
donor web 30 comprises more than one layer wherein one layer 38 comprise a thermoplastic 
resin material such as polyester (Figure 3; column 5, line 66 to column 6, line 17). 

Regarding applicant claim 29 , Gordon et al. disclose that the durable layer 34 of the 
transfer side 32,33,34 improves durability and quality of the surface of the transparency 10b by 
improving resistance to liquid penetration (column 7, lines 38-50). 

Regarding applicant claim 30 , Gordon et al. disclose that the adhesive layer 32 of the 
transfer side 32,33,34 improves durability and quality of the printed image on the transparency 
by optimizing the adhering of the section of the transfer side 32b,33b to the surface of the printed 
transparency 10b (Figure 5; column 9, lines 4-26). 
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Regarding applicant claim 32 , Gordon et al. disclose that the donor web 30 comprises a 
transfer side which may also include a release layer that facilitates release of the section 
32b,33b,34b of the transfer side from the carrier of the donor web 30 (column 8, line 55 to 
column 9, line 3). 

Regarding applicant claim 33 , Gordon et al. disclose that the transfer side 32,33,34 of the 
donor web 30 may comprise an adhesive layer 34 as an exterior layer which enhances the 
adherence of the section 32b,33b of the transfer side of the donor web 30 to the printed surface 
of the transparency 10b (column 9, lines 4-26). 

Regarding applicant claims 34 , Gordon et al. disclose that the heating element 46 
comprises a heated roller (Figure 7, column 16, lines 3-18). 

(6) 

Claims 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,486,397 to Gordon et al., as set forth in section (5), above, in view of U.S. Patent No. 
4,86 1 ,409 to Hashida et al. 

Although the references as combined in section (5), above, do not specifically disclose, as 
per applicant claims 8-11 , that the exterior surface of the roller base comprises a surface material 
resistant to adhering to the transparent coat film, it would have been obvious to one of ordinary 
skill in the art at the time of invention to do so motivated by the fact that Hashida et al, also 
drawn to film lamination apparatus, disclose that the thermocompression bonding rolls used for 
laminating can be provided with or without a covering of fluorocarbon resin or like non-tacky 
substance (column 7, lines 36-45). Although neither of the references specifically disclose that 
the non-tacky substance may comprise silicone oil, the skilled artisan would have appreciated 
that silicone oil would have represented a form the non-tack substance taught by Hashida et al. 
motivated by the fact that silicone oil is a well known release coating utilized to render 
laminating rollers tack-resistant. 

(7) 

Claims 7 and 1 6 are rejected under 3 5 U .S.C. 1 03(a) as b eing unpatentable over U.S. 
Patent No. 5.486.397 to Gordon et al., as set forth in section (5), above, in view of U.S. Patent 
No. 4,724,026 to Nelson. 
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Although Gordon disclose that the base 48 comprises a roller, they do not specifically 
disclose, as per applicant claim 16 , that the base comprises a platen. Likewise, although Gordon 
et al. disclose that the pressing element comprises a heated roller, they do not specifically 
disclose, as per applicant claim 7 , that it comprises a die element. 

Nonetheless, it would have been obvious to one of ordinary skill in the art at the time of 
invention to utilize a flat platen in place of the roller base 48 of Gordon et al., or a die element in 
place of the pressing roller 46 of Gordon et al., motivated by the fact that Nelson, also drawn to 
apparatus for the transfer lamination of a coating disposed upon a transfer sheet onto a target 
substrate via heat and pressure lamination, discloses that lamination bases comprising roller 
rollers or flat platens, i.e., dies, are functional expedients. These functional expedients are 
illustrated below (Figures 4 and 7; column 4, line 26 to column 5, line 41): 



No. 5.486.397 to Gordon et al., as set forth in section (5), above, in view of U.S. Patent 
No.5,397,634 to Cahill et al. 

Although Gordon et al., as set forth in section (5), above, disclose a method for the 
printing and protective overcoating of a printed transparency via thermal transfer lamination 
from a donor web, they do not specifically disclose the particulars of the transfer side of the 
donor web 30 as set forth in applicant claims 25-28 . 

Cahill et al., however, also drawn to methods for the disposal of transferable protective 
cover layers, disclose a transfer element (donor web) for use in providing protective layers on 
imaged substrates (column 4, lines 58-65). 




Claims 25-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
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Regarding applicant claims 25-28, Cahill et al. discloses that protective layer may have a 
textured surface, i.e., smooth and glossy or matte, imparted (applied) to its exterior surface by the 
carrier sheet which, in effect, stamps its surface profile into the surface of the protective layer 
(column 3, lines 29-30; column 4, lines 1-14). 

It would have been obvious to one of ordinary skill in the art at the time of invention to 
utilize the textured transfer element (donor web) taught by Cahill et al. in the method disclosed 
by Gordon et al., motivated by the fact that both Cahill et al. and the references combined above 
disclose that such transfer elements are useful in manufacturing abrasion resistant printed 
substrates protected from environmental and ambient effects which degrade the image (column 
4, lines 58-65). 

(9) 

Claims 21, 26, 27 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 5,486,397 to Gordon et al, as set forth in section (5), above, in further view of 
U.S. Patent No. 5,203,941 to Spain et al. 

Although Gordon et al. disclose a method for the transfer lamination of layer disposed on 
a carrier film onto a target substrate through heat and pressure lamination with a roller nip, they 
do not specifically disclose, as per applicant claims 26 and 27 , that the method further comprises 
a step of stamping (embossing) a textured pattern onto an exterior surface of the layer transfer 
laminated to the surface of the target substrate. 

Nonetheless, it would have been obvious to one of ordinary skill in the art at the time of 
invention to provide the heat roller 46 of Gordon et al. with a surface texture such that, upon 
transfer lamination of the overcoat from the carrier film to the surface of the target substrate, a 
texture is embossed (stamped) into the exterior surface of the overcoat layer motivated by the 
fact that Spain et al., also drawn to apparatus for the transfer lamination of layer disposed on a 
carrier film onto a target substrate through heat and pressure lamination, discloses that is known 
increase the decorative effect of transferred coating upon the substrate by providing the upper 
lamination roller 20 with a textured surface whereby the embossing roller applies pressure to the 
transfer film to transfer the layer to the target substrate while embossing (stamping) three- 
dimensional indentations in the exterior of the coating transferred to the target substrate (Figure 
1; column 5, lines 30-34). 
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Although neither Gordon et al. do not specifically disclose, as per applicant claim 21 , the 
use of a barrier layer comprised of, for example, PVDF, it would have been obvious to one of 
ordinary skill in the art at the time of invention to utilize such a material in the barrier (durable) 
layer 34 of Gordon et al., motivated by the fact that Spain et al. disclose that the sue of PVDF in 
the top coat, i.e., the durable layer, results in a film which is highly weatherable, i.e., resistant to 
environmental degradation (column 11; lines 4-28; column 18, lines 42-66). 

Finally, with regards to applicant claim 35, although Gordon et al. is silent as to the 
surface of the printed transparency further comprising a layer which optimized the adherence of 
the transferable coating to facilitate release of the transferable coating from the release carrier of 
the donor web, it would have been obvious to one of ordinary skill in the art at the time of 
invention to utilize coatings for enhancement of adherence, such as by primers, adhesives and/or 
by the chemical/physical treatment of the printed transparency, motivated by the fact that the 
skilled artisan would have appreciated that incompatibilities between materials, if not rectified 
by surface treatment or coating, would result in cracking, wrinkling, bubbling, and delamination. 

(10) 

Claims 3 1 and 3 8-40 1 are rejected under 3 5 U .S.C. 1 03(a) as b eing unpatentable over 
U.S. Patent No. 5,486,397 to Gordon et al., as set forth in section (5), above, in further view of 
U.S. Patent No.5,932,352 to Higgins. 

Although Gordon et al., as set forth in section (5), above, disclose, as per applicant claims 
38, 39 and 40 , a donor web and method for its use for the protective overcoating of a printed 
transparency via thermal transfer lamination, they do not specifically disclose, as per applicant 
claims 31 and 38 , the use of a donor web having a carrier whose outer surface is covered with a 
lubricant layer. 



1 Note to Applicant: the language added to applicant claim 38 in the amendment filed July 29, 2004 are drawn to 
operations or methods of using the donor web which place no structural limitations upon the donor web itself. As 
such, the added language has been given no patentable weight. It is also noted, however, that Gordon et al. disclose 
that to ensure that the protective overcoat breaks accurately along the periphery (edge) of the substrate (upon the 
application of heat and pressure), thereby providing a flush edge on the protected image, the protective overcoat may 
comprise a continuous phase and a particulate solid dispersed in the continuous phase (column 8, lines 33-54). 
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Nonetheless, it would have been obvious to one of ordinary skill in the art at the time of 
invention to provide the exterior surface of the carrier layer of the donor web with a lubricating 
or release layer motivated by the fact that Higgins, drawn to carrier and release film construction, 
discloses that it is known to dispose a second release or lubricating layer on the exterior surface 
of a carrier film especially when the carrier is used in the formation of a thermal transfer film 
(Figure 2; column 8, lines 53-58; column 9, lines 47-49). 

(ii) 

Response to Amendments and Arguments 
The amendments and arguments filed July 29, 2004 are acknowledged. In response to the 
amendments to applicant claim 1, new grounds of rejection have been established as set forth 
above. More specifically, claim 1 of the instant application has been provisionally rejected under 
obvious-type double patenting over co-pending applications 10/439,797; 10/439,798; and 
10/439,993 as set forth in sections (1) to (4), above. The amendments to applicant claim 1 have 
also necessitated a new grounds of rejection under 35 U.S.C. § 103(a) as set forth in section (5), 
above. As such, the rejections set forth in sections ((6) through (10) also embody a new grounds 
of rejection. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

(12) 
Conclusion 

Applicant's amendment necessitated the new groimd(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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(13) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry A. Lorengo whose telephone number is (571) 272-1233. 
The examiner can normally be reached on Monday through Friday, 8:30 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, C hris Fiorilla can be reached on (571) 272-1187. T he fax phone number forthe 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




